S /¥\ UNITED STA^EPARTMENT OF COMMERCE 
T ' IM ; Patent and Tr^emark Office 



Address COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, D C. 20231 



-7^;r;^^^^i5 ;r;^0. I FILING DATE 



FIRST NAMED INVENTOR 



" PAPER NUMBER | 

7 



Please find below and/or attached an 
proceeding. 



Office communication concerning this application or 

commissioner of Patents and Trademarks 



PTO-90C (n«v 2«5) 

•U S. GPO; 200<M7>000/^«)2 



\. File Copy 




Office Action Summary 

I Richard G Hutson L-::;:: rii;^^ 

''TsHOR^t:E0SWUTORVPEK,00F0RREPU,SSETT0EXP,RElM0NTH,S,FROM 



- Extensions of tn 



after SIX (6) MONTHS f,. 
- If the period for reply speatiea <= 
. If NO period for reply is specific 



lailing date of tf 



ax,mu,„ SBlum P«"« - ''''\;;l^ZCio "«r» ABANDONED (35 U S C 5 "3} 

- 

I status 



2a)D 
3)D 



Responsive to communication(s) filed on SOJimlOOO . 

. ciMAi 2b)El This action is non-final. 

This action is FINAL. prosecution as to the ments is 

Disposition of Claims 

m Claim(s) j9:36 is/are pending in the application. 

43) Of the above claim(s) is/are withdrawn from consideration. 
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Application/Control Number; 09/608,713 

Art Unit: 1652 

DETAILED ACTION 

Applicants cancellation of claims 1-18 and addition of claims 19-36 ,s 
acknowledged. 

Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. 121 : 
I. Claims 19-27, drawn to a HCV polymerase polypeptide, classified in class 
435, subclass 194. 

„, Claim 28, drawn to a DNA encoding an HCV polymerase, classified in 

class 536, subclass 232. 
ML Claims 29 and 32, drawn to a method for determining the three- 

dimensional structural coordinates of a variant of HCV polymerase, 

classified in class 435, subclass 15. 

IV. Claims 30-33, drawn to a method of identifying an HCV polymerase 
inhibitor, classified in class 435, subclass 15. 

V. Claims 34-36, drawn to HCV polymerase inhibitors, classification unknown 
as the specification discloses no structural information for the claimed 
compound. Possible classifications could be class 260 (organic 
compounds). Class 630 (proteins). Class 536 (carbohydrates), Class 423 
(inorganic compounds) etc. 

The inventions are distinct, each from the other because of the following reasons: 
The inventions are distinct, each from the ether because of the following reasons: 

inventions I, II and V are unrelated. Inventions are unrelated if it can be shown 
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,a..e,are.o..sc,osedascapa.eo,use.cgetHe.andt.evhavedif,eren..odesof 

operat,on, d,fferen, functions, or d.eren. effects (MPEP § 806.04, MPEP § 808,01), In 
..e instant case the HCV polymerase ofGroupl,and the nucleic acid encoding the 

HCV polymerase of Group ii and the HCV inhibitor of Group V each comprise a 
Chemically unrelated structure capable of separate manufacture, use and effect. The 
poiVpeptideofGroupMs comprised Of amrno acid sequence and the DNA of Groupnis 

comprised ofnucieic acid sequence, while the HCV inhibitor ofGroupVis not defrned 
structurally. The DNA has other utility besides encoding protein such as a hybridizatron 
probe and the proteins can be made synthetically. Additionally, the protein can be 
used to perform specific biological func,ion(s) which are independent of the function,s) 
oftheDNAmolecuie. The protein has other utility such as for the method of Group ,V. 

inventions I and 111 or IV are related as product and process of use. The 
inventions can be Shown to be distinct if either or both ofthe following can be shown:(1) 

different product or(2)theproduct as Claimed can be used inamaterially different 
process of using that product (MPEP § 806.05(h)). In the instant case the HCV 
polymerase can be used for either of the methods of Groups iil or IV or alternatively to 
generate antibodies against the polypeptide. 

The DNA of Group II, the inhibitor of Group V are unrelated to the methods of 
Grouplllor IV as they are neither used normadebythe methods ofGrouplllor IV. 
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Because these inventions are distinct for the reasons given above and the 
search re.u,red for Groups , through V are no. coextensive, restriCon for examination 
purposes as indicated is proper. 

Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention tobe examined even though the reduiremen, be 

traversed (37 CFR1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected 
;nven.,on,theinventorsh,pmustbe amended ,ncomp„ancewith37CFR1,4B,b,if one 

ormoreofthe currently named inventors is no longer an inventoro, at ieas, one c,a,m 
remaining in the applica.ron. Any amendment of inventorship must be accompanied by 
a petition under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.17(0. 

Any inquiry concerning this communication or earlier communications from the 
examinershouldbedirectedtoRichardGHutson whose telephone number is (703) 

308.0066 The examiner can normally be reached on 7:30 am to 4:00 pm, M-F, 

„ attempts to reach the examiner by telephone are unsuccessful, the examiner s 
3upen,isor, Ponnathapy Achu.amurthy can be reached on ,703) 308-3804. The fax 
phone numbers for the organization where this application or proceeding is assigned 
are (703) 305-3014 for regular communications and (703) 305-3014 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding Should bedirected to the receptionist Whose telephone number is (703) 308- 
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